
THE HON’BLE MR JUSTICE L. NARASIMHA REDDY

 

C.R.P. No.2724 of 2014

ORDER:

 

The plaintiff in O.S.No.670 of 2014 on the file of the Chief

Judge, City Civil Court, Hyderabad filed this revision.  The suit was

filed against the respondent, for the relief of perpetual injunction, 

to restrain the respondent/defendant, its Directors, employees, officers,

servants, agents from using, making, selling, distributing, advertising,

exporting and offering for sale any product 

to Venezuela contrary to the scope of the agreement, dated 

17-04-2014, which has the effect of infringing Indian Patent

Nos.210496 and 206217.  Relief of damage as determined, pursuant

to the discovery, is also claimed. 

 

The case of the petitioner, in brief, is that it is the assignee of

rights from M/s Bristol-Myers Squibb Company, under a deed of

assignment dated 01-10-2012, and it has developed technology,

leading to manufacture of a medicine by name “Atazanavir”, which is

used for treating HIV patients.  It is the specific case of the petitioner

that a typical process developed by it involves use of 

a-N-acyl-a-chloroketones and Oxobutanes and preparation of those

two products is patented in India, vide patent Nos.210496 and 206217.

 

The petitioner also states that it entered into an ‘Immunity from

Suit Agreement’, on 17-04-2011 with the respondent, to enable it to

manufacture drugs of the said description, but 

with certain conditions, which have bearing upon the countries 

to which, the product is to be exported, etc.  The list of the countries to



which the respondent can export such drug is said to be, 

not including Venezuela.  When the respondent started exporting the

drug - Atazanaver, to Venezuela, in the year 2012, the petitioner

instituted a suit in the United States District Court Southern District

of New York, complaining breach of agreement.  The suit, however, is

said to have been rejected by observing that the remedy for the

petitioner, if at all, is in the form of action for violation of the patent.

 

On coming to know that the respondent entered into an

agreement/purchase order on 09-06-2014 with a firm in Venezuela for

supply of Atazanaver, of 50,000 units, at a cost of 7,50,000 US Dollars,

it filed the present suit for the relief, referred to above.  The petitioner

has also filed I.A.No.1462 of 2014, under Order XXXIX Rules 1 and 2

C.P.C., for temporary injunction, almost on the same lines.  The trial

Court passed a detailed docket order dated 14-08-2014, taking the

view that the prayer for temporary injunction can be considered only

after issuing notice to the respondent.  The said order is challenged in

this revision.

 

On 20-08-2014, this Court passed an order of status quo, 

while issuing notice to the respondent.  The respondent has since

entered appearance and filed a counter-affidavit, together with an

application with a prayer to vacate the interim order.

 

Sri D. Prakash Reddy, learned Senior Counsel, on behalf of the

petitioner and Sri C.V. Mohan Reddy, learned Senior Counsel for the

respondent, on the other hand, have advanced extensive arguments,

touching on the merits as well as the prima facie case and balance of

convenience.

 

The interlocutory application is yet to be heard by the trial



Court.  Therefore, it would not at all proper for this Court to undertake

any discussion on the merits of the matter.  Ultimately 

it boils down to the question of balance of convenience in the

immediate future.  In this context, the record reveals that the product

has already been manufactured, and the purchase order has been

placed on the respondent.  The supplies are expected to commence

from today onwards.  The question as to whether the product

manufactured by the respondent involved the infringement of any

patents of the petitioner, needs to be considered in the interlocutory

application, in the context of examining the case for temporary

injunction, and thereafter, in the suit.  As at present, this Court feels

that the drug being the one, which is used for treatment of a dreadful

disease; and it having been already manufactured, a balanced

approach is warranted.  If it emerges that the respondent has violated

the patent, there are various methods of granting the relief.  For the

present, the respondent can be permitted to dispatch part of the goods,

covered by the purchased order dated 09-06-2014, subject to its

depositing certain amount. 

 

Hence, the C.R.P is disposed of, directing that the respondent

shall be entitled to dispatch and export one-forth of the quantity

covered by the purchase order dated 09-06-2014, subject to its

depositing a sum of Rs.30,00,000/- (Rupees thirty lakhs) to the credit of

the suit.  The manner in which the remaining quantity of the drug,

covered by the purchase order, shall be dealt with, 

shall be decided by the trial Court, after hearing both the parties.  The

I.A shall be disposed of at the earliest, and not later than three weeks

from today.

 



There shall be no order as to costs.

 
 
 

_______________________
L. NARASIMHA REDDY, J.

Dt.28-08-2014.
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